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DETAILED ACTION 
Response to Amendment 

1 . This action is in response to the amendment mailed October 19, 2006. 
Claims 1-3 and 5-6 was amended rendering claims 1-16 pending. 

Objections 

2. Claim 3 is objected to due to the phrase, "laminated structure comprising the the 
water repellent layer." Examiner suggests deleting the word -the--. Correction is 
requested. 

Claim Rejections - 35 USC § 103(a) 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1,4, 7-12 and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Petrmichl et al. (U.S. 5,888,593). 

Petrmichl discloses a barrier film comprising at least two silicon oxide carbide 
layers (dense and water repellent layers) (column 5, lines 26-35 and column 13, lines 
24-44) having abrasion resistant coating on the substrate (column 4, lines 59-64) where 
the protective coating provides a barrier to moisture, oxygen and other environmental 
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elements, which utilizes plasma treatment process (column 3, lines 25-32). The 
coatings may be composed of multiple layers including a thin adhesion layer (column 5, 
lines 66-67). Petrmichl further discloses the barrier film can be used for scanner 
windows and industrial wear parts (an image display medium or container). Because 
Petrmichl has a barrier film with equivalent materials as the claimed invention, it would 
have been obvious to one of ordinary skill in the art to include the optimum thickness of 
the barrier layers and substrate and the atomic percentage of Si, O and C of the barrier 
layer(s). Such features are properties which can be easily determined by one of 
ordinary skill in the art. With regard to the limitation of the thickness and atomic 
percentage, absent a showing of unexpected results, it is obvious to modify the 
conditions of a composition because they are merely the result of routine 
experimentation. The experimental modification of prior art in order to optimize 
operation conditions (e.g. thickness and atomic percentage) fails to render claims 
patentable in the absence of unexpected results. All of the aforementioned limitations 
are optimizable as they directly affect the durability of the film. It would have been 
obvious to one of ordinary skill in the art to make the barrier film with the limitations of 
the thickness and atomic percentage since it has been held that discovering an 
optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 USPQ 215 (CCPA 1980). In claims 10 and 15, the phrases, "plastic 
treatment process is applied to the uppermost surface of the barrier layer" and 
"produced by thermally fusing the heat sealable resin layer into a bag or box" 
respectively, introduces process limitations to the product claims. The patentability of a 
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product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966. Further, process limitations are given 
no patentable weight in product claims. In claim 14, the phrase, "heat sealable" 
constitutes a 'capable of limitation and that such a recitation that an element is 'capable 
of performing a function is not a positive limitation but only requires the ability to so 
perform. 

Claim Rejections - 35 USC § 103(a) 

5. Claims 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Petrmichl et al. (U.S. 5,888,593) in view of Thomas et al (WO 93/24243). 

Petrmichl is relied upon for instant claim 1 . Petrmichl does not explicitly disclose 
the oxygen transmission rate or water vapor transmission rate. Thomas teaches a gas 
barrier film (abstract) having a silicon oxide film formed by a plasma method (page 4, 
lines 10-37, page 14, lines 7-20 and page 20, lines 1-10), wherein oxygen transmission 
rate is 0.4 cc/m2/day or less and water vapor transmission rate is 0.4 cc/m2/day or less 
(page 19, lines 1-13), wherein a heat sealable resin layer is provided on the surface of 
at least one side of the gas barrier film (page 20, lines 11-34, since polyethylene 
terephthalate, polypropylene, polyethylene and polyvinylchloride are heat sealable 
resins (page 20, lines 1-34). Petrmichl and Thomas are both directed to barrier films. 
Therefore, it would have been obvious to one of ordinary skill in the art for the OTR and 
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WVTR to have a transmission rate of 0.4 cc/m2/day or less, as taught in Thomas for the 
barrier layer of Petrmichl's transmission rate for an improved permeation of carbon 
dioxide (page 19, lines 1-10). 

6. Claims 2-3 and 5-6 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. The prior art of record does not 
teach or suggest the recited barrier film further including wherein the barrier layer has a 
laminated structure comprising a water repellent layer sandwiched between two dense 
layers. The prior art of record also does not teach or suggest the recited barrier film 
further including wherein the barrier layer has a laminated structure comprising the 
dense layer sandwiched between two water repellent layers. The prior art does not 
teach motivation or suggestion for modification to make the invention as instantly 
claimed. 

Response to Arguments 

7. The objection of the abstract is withdrawn due to Applicant amending the 
abstract. 

Rejection made under 35 U.S.C. 1 12, second paragraph, is withdrawn due to 
Applicant amending claims 2-3 and 5-6. 

Applicant's remarks to rejection made under 35 U.S.C. 103(a) as being 
unpatentable over Petrmichl et al. (U.S. 5,888,593) has been considered but is 
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unpersuasive. In response to applicant's argument that the references fail to show 
certain features of applicant's invention, it is noted that the features upon which 
applicant relies (i.e., the cited references do not suggest, teach or remotely disclose the 
coating being folded or rolled up) are not recited in the rejected claim(s). Additionally 
the features upon which applicant also relies (i.e., high barrier properties and high 
flexibility) are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Regarding the 
base material film having a thickness in a range of 5//m to 500/c/m, because Petrmichl 
has a barrier film with equivalent materials as the claimed invention, it would have been 
obvious to one of ordinary skill in the art to include the optimum thickness of the 
substrate. Such features are properties which can be easily determined by one of 
ordinary skill in the art. It would have been obvious to one of ordinary skill in the art to 
make the barrier film substrate with the limitations of the thickness since it has been 
held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 USPQ 215 (CCPA 1980). 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can normally be reached on Monday through Friday 9:00 AM 
- 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 




